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DETAILED ACTION 

1 . In view of the Appeal Brief filed on September 4, 2007, PROSECUTION IS HEREBY 
REOPENED. New Grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed by an 
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 

/Tatyana Zalukaeva/ 

Supervisory Patent Examiner, Art Unit 3761. 
Status of the claims: 

Claims 18-39, 43, 45-65, 69-77 and 79 are cancelled; claims 1-17, 40-42, 44, 66-68, 78 
and 80-95 are pending in the application, claims 2-4, 9, 80 and 82-84 are withdrawn from 
consideration as being directed to nonelected inventions, claims 1, 5-8, 10-17, 40-42, 44, 66-68, 
78, 81 and 85-95 are examined on the merits. 
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Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

4. Claims 1-8, 13-17, 40, 42, 44, 66-68, 81, and 85-95 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Peters et al (US 5,443,445). 

5. With respect to claim 78, as best depicted in Figures 2 and 4, Peters teaches a tube for 
attaching to a bowel, comprising a tubular body (11) having a front end adapted to be inserted 
into a bowel. 

6. Peters disclosed the claimed device except for a sewing ring. Peters teaches straps (25) 
for securing the device to the bowel (c. 3, 11. 45-60). It would have been an obvious matter of 
design choice to use straps instead of a sewing ring since both perform the substantially identical 
function of securing the device to the bowel and Applicant has not disclosed the sewing ring 
solves any stated problem and it appears the device would perform equally well with the straps 
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disclosed in Peters, since Peters states, at c. 4, 11. 1-7, that other securing elements such as 
ligatures could be used instead of the straps; ligatures are sutures that are sewn during surgery, 
thus the prior art teaches that both strapping and sewing work equally well to prevent the tube 
from slipping out of the bowel, substitution of equivalent methods requires no express 
motivation, as long as the prior art recognizes equivalency. In re Siebentritt 152 USPQ 618 
(CCPA 1967). 

7. With respect to claims 1, 16, 17, 68, 81-90, 94 and 95, Peters discloses the claimed 
invention except for the circumferential sewing ring; Peters teaches circumferential straps for 
securing the device to a bowel (fig. 3). It would have been an obvious matter design choice to 
use straps instead of a sewing ring since both perform the substantially identical function of 
securing the device to the bowel and Applicant has not disclosed the sewing ring solves any 
stated problem and it appears the device would work equally well with the straps disclosed in 
Peters since Peters states, at c. 4, 11. 1-7, that other securing elements such as ligatures could be 
used instead of the straps; ligatures are sutures that are sewn during surgery, thus the prior art 
teaches that both strapping and sewing work equally well to prevent the tube from slipping out of 
the bowel, substitution of equivalent methods requires no express motivation, as long as the prior 
art recognizes equivalency. In re Siebentritt 152 USPQ 618 (CCPA 1967). 

8. With respect to claims 2, 3, 4, 40, 66 and 89, as best depicted in Figures 1,2 4, and 6, 
Peters teaches sidearm (12) extending form a side of the body (10) having a proximal end (11) 
adapted to be inserted into a bowel and the side arm (12) being adapted to mate with an outflow 
tube (3) at a distal end. 
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9. With respect to claims 5-8, 67 and 91-93, as best depicted in Figure 6, Peters teaches 
sheath (c. 3, 11. 19-20) which covers the tube (3). Therefore it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide a sheath in the 
claimed location since Peters states, at c. 3, 11. 19-22, that the benefit of forming the device with 
a sheath is that the sheath provides a cover that envelopes the a tube thereby allowing the drain 
tube to be gripped without exposing the user of the device to bowel effluent and it has been held 
that rearranging parts of an invention involves only routine skill in the art. In re Japikse, 86 
USPQ 70. 

10. With respect to claims 13-15, 42 and 44, Peters discloses the claimed invention except for 
a plurality of triangular lips. As best depicted in Figures 1,2 4 and 6, Peters teaches collars (24) 
and recesses (25) for securing the device within the bowel. It would have been an obvious matter 
of design choice to use lips instead of collars since Applicant has not disclosed the lips solve any 
stated problem and it appears that the invention would work equally well with the collars 
disclosed in Peters since Peters states, at c. 4, 11. 20-25, that this ensures the bowel is held 
securely to the device. 

1 1 . Claims 1 land 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Peters et 
al (US 5,443,445) in view of Kaplan et al (US 3,908,660). 

12. With respect to claim 11, Peters discloses the claimed invention except for the body is 
transparent. Kaplan, at c. 1, 1. 60, teaches the ability of the body of the device to be transparent, 
thus providing motivation for such. Therefore it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the body of Peters 
transparent as taught by Kaplan since Kaplan states at c. 3, 11. 33-36, that the advantage of 
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providing a transparent body is that it allows a laser beam to be used to form a slit in the colon 
wall. 

13. With respect to claim 12, Peters discloses the claimed invention except for at least one 
thread for mating with a screw cap. As best depicted in Figure 1, Kaplan teaches at least one 
thread (54) for mating with a screw cap (52). Therefore it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to form the device of Peters 
with a thread and screw cap as taught by Kaplan since Kaplan states, at c. 2, 11. 15-17, that the 
advantage to forming the device with this design is that the threads hold the components 
together. 

Double Patenting 

14. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

15. Claims 1, 5-8, 10-17, 40-42, 44, 66-68, 78, 81 and 85-95 are provisionally rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable over claims 1, 
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7, 12, and 25-26 of copending Application No. 1 1/189,305. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because the copending claims 
contain all the limitations of the instant claims. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
16. 

Response to Arguments 

17. Applicant's arguments with respect to claims 1, 5-8, 10-17, 40-42, 44, 66-68, 78, 81 and 
85-95 have been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ginger T. Chapman whose telephone number is (571)272-4934. 
The examiner can normally be reached on Monday through Friday 9:30 a.m. to 6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tatyana Zalukaeva can be reached on (571) 272-1 1 15. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ginger T Chapman/ 
Examiner, Art Unit 3761 
5/6/08 



/Tatyana Zalukaeva/ 

Supervisory Patent Examiner, Art Unit 3761 



